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REMARKS 

Claims 14-25 are pending. The Applicant respectfully requests the Examiner to 
reconsider and withdraw the rejections in view of the amendments to the claims and remarks 
presented herewith. 

Rejections under 35 USC §112 

The Applicant presents amendments to the claims to address the rejections set forth by 
the Examiner. Specifically, claim 15 now particularly points out and describes a rnicroporons 
membrane comprised of about 2% to about 50% hy weight of a tackifier Claim 16 now 
particularly points out and describes a microporous membrane comprising filler in an amount of 
about, 2% to about 50% of the membrane hy weight. Claim 22 now particularly points out and 
describes a battery wherein the hot-melt adhesive is po1y(ethy1ene-viny1 acetate) having a weight 
content of vinyl acetate from about 25% to about Q0 % 3 and from about 15% to about 1 0% weight 
of ethylene. Claim 23 now particularly points out and describes a battery wherein the hot-melt 
adhesive is po1y(ethy1ene-a1ky1 acrylate) having a weight content of alkyl acrylate from about 
1 0% to about 30% and a weight content of ethylene from about Q 0% to ahont 70% Since the 
Applicant's invention is now particularly pointed out and described the Examiner is respectfully 
requested to withdraw the rejection. 

Improper Final Action 

The Applicant herein respectfully points out to the Examiner that the finality of the above 
identified action received is improper in view of the facts of the case. The entirety of the 
Examiner's argument alleging anticipation, and a significant portion of the argument alleging 
obviousness of the Applicant's invention is based upon the newly cited Shinomnra '14R 
disclosure (published over twenty four (24) years ago (April 1980)). Second or any subsequent 
action on the merits in any application will not be made final if it includes a rejection, on newly 
cited art (i.e, the '148 disclosure). Under present practice, second or any subsequent actions on 
the merits may be final, except where the examiner introduces a new ground of rejection that is 
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not necessitated by applicant's amendment of the claims. Before final rejection is in order a clear 
issue must be developed between the examiner and applicant. Switching from one set of 
references to another by the examiner in rejecting in successive actions claims of substantially 
the same subject matter, will defeat attaining the goal of reaching a clearly defined issue for an 
early termination. MPEP 706.07(a). Accordingly, the Applicant respectfully requests the 
Examiner to withdraw the finality of the action. The Applicant, however, herewith presents 
amendments to the claims to expedite prosecution in view of the newly cited art. Anticipation 
under 35 USC §102 requires a single prior art reference to disclose each and every limitation of 
the claimed invention. 1 

Rejections under 35 USC §102 

The subject matter of claims 14, 21-22 and 24 is alleged to be anticipated by the 
disclosure of Shinomura '148. 

The Applicant respectfully highlights to the Examiner that Claim 14 is now amended to 
require a battery comprising a homogeneous microporous membrane comprisi ng a filler having 
an average particle size of less than about 50fjm . Claims 21-22 and 24 each depend from claim 
14. Since the disclosure of Shinomura ' 148 does not suggest, contemplate, or describe a 
microporous membrane comprising a filler having an average particle size of less than about 
50|im, the now defined subject matter of claim 14 cannot be anticipated as a matter of law. 
Accordingly, the Examiner is respectfully requested to withdraw the rejections. 

Rejections under 35 USC §103 

The mere fact that references can be combined or modified does not render the resultant 
combination obvious unless the prior art also suggests the desirability of the combination. The 
battery of claim 15 now requires a microporous membrane comprising a tackifier, in an amount 
of about 2% to about 50% by weight, selected from the group consisting of a hydrocarbon resin 
and poly(vinylidene fluoride-hexafluoropropene) and a filler having an average particle size of 

1 Sphering Corp v Geneva Pharmaceuticals^ Tno (Fed. Cir. August 1, 2003) citing Lewmar Marine, Inc. 
v Rarient, Tnc, 827 F.2d 744, 747 (Fed. Cir. 1987). 
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less than about 50|am. However, in sharp contrast to the assertion of the Examiner, the teachings 
of Adachi are applied to solid electrolyte (rather than a microporons separator membrane (the 
Adachi solid electrolyte is dense but not porous)), i.e., solid electrolyte powder and insulating 
elastomer only. Moreover, Xue discloses PVdF-HFP as a binding polymer for electrode and 
separator, but does not teach a membrane which comprises an engineering plastics. Furthermore, 
since the primary reference relied upon by the F,xaminer 3 Shinomura '14R 3 issued twenty four 
(24) years ago, and all four (4) of the references cited, even when tenuously combined do not 
specifically teach, suggest, or provide incentive to make the combination of elements to solve the 
problem addressed by the Applicant, the Applicant's claimed invention cannot be obvious as a 
matter of law. TCni z v . Ch ance, Fed. Cir. 03-1333, Decided January 29, 2004. The Examiner is 
respectfully requested to withdraw the rejection. 

The battery of claim 16 now requires a homogeneous microporous membrane comprising 
a filler having an average particle size of less than about 50fxm and in an amount of about 2% to 
about 50% of the membrane by weight. Shinomura * 148 (issued over 24 years ago) does not 
suggest, contemplate, or describe a microporous' membrane comprising a filler having an average 
particle size of less than about 50^im. Moreover, the teachings of Sheibley discloses a separator 
is made by coating a porous substrate such as sheets or mats of asbestos with a battery separator 
composition. The resulting membrane has various compositions e.g. on top, bottom and middle 
section of the membrane, i.e., not a homogeneous membrane. The Examiner is respectfully 
requested to withdraw the rejection. 

The battery of claim 23 now requires a homogeneous microporous membrane comprising 
a filler having an average particle size of less than about 50|im and po1y(ethy1ene-a1ky1 acqdate) 
hot-melt adhesive having a weight content of alkyl acrylate from about 10% to about 30%, and 
from about 90% to about 70% weight of ethylene. The Examiner alleges that Shinomura '148 
(issued over 24 years ago) combined with Dermody '334 (issued 32 years ago) render the 
Applicant's claimed invention obvious. The Applicant respectfully points out that these 
disclosures have been published for almost a quarter century, yet no one skilled in the art has 
combined the disclosures to reach the subject matter of the instant invention. Indeed, the 
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references cited, even when tenuously combined do not specifically teach, suggest, or provide 
incentive to make the combination of elements to solve the problem addressed by the Applicant. 
The Examiner is respectfully requested to withdraw the rejection. 

The battery of claim 25, in sharp contrast to the disclosure of Shinomura and Adachi, now 
requires a microporous membrane comprising a hydrocarbon resin tackifier in an amount of 
about 2% to about 50% of the membrane by weight. Adachi merely discloses solid electrolyte 
(rather than a microporous separator membrane) comprising solid electrolyte powder and 
insulating elastomer. Radovavic does not teach the use of either engineering plastic or hot melt 
adhesive (the polymers disclosed are melt-processihle polymers). EP' 617 discloses a separator 
having distinct, layers, i.e., not uniform. The combination of the references cited by the Examiner 
do not teach a battery comprising a membrane defined by the instant claims having a 
hydrocarbon resin tackifier in an amount of about 2% to about 50% of the membrane by weight - 
or- battery performance comparable to the performance of embodiments within the instant 
written description. The Examiner is respectfully requested to withdraw the rejection. 

The Examiner has further rejected the subject matter of claims 14, 17-21 and 25 as 
obvious over EP '796 in view of Adachi '317. The Applicant respectfully highlights to the 
Examiner that Claim 14 is now amended to require a battery comprising a homogeneous 
microporous membrane comprising a filler having an average particle size of less than ahont 
50[im. Claims 17-21 each depend from claim 14. Since the disclosure of EP '796 or Adachi 
'317 does not suggest, contemplate, or describe a homogeneous microporous membrane 
comprising a filler having an average particle size of less than about 50jam, the now defined 
subject matter of claim 14 cannot be obvious as a matter of law. The battery of Claim 25 
requires a homogeneous microporous membrane comprising a hydrocarbon resin tackifier in an 
amount of about 2% to about 50% of the membrane by weight. Accordingly, in view of the 
amendments to the claims presented herewith, the Examiner is respectfully requested to 
withdraw the rejections. 

None of the references cited by the Examiner disclose the limitations now required by 



7 



10/034,388 



claim 15, i.e., a homogeneous microporous membrane comprising (a) a hot-melt adhesive, (b) an 
engineering plastics, a tackifier, in an amount of about 2% to about 50% by weight, selected from 
the group consisting of a hydrocarbon resin and poly(vinylidene fluoride-hexafluoropropene), 
and a filler having an average particle size of less than about 50|j,m. Accordingly, in view of the 
amendments to the claims presented herewith, the Examiner is respectfully requested to 
withdraw the rejection. 

Regarding the rejection to claim 16, Sheibley discloses a separator made by coating a 
porous substrate such as sheets or mats of asbestos with a battery separator composition. The 
resulting membrane, however, has various compositions on top, bottom, and a middle section of 
the membrane, i.e., not a homogeneous membrane, as required by the language of the instant 
claim. Adachi merely discloses solid electrolyte (rather than a microporous separator membrane) 
comprising solid electrolyte powder and insulating elastomer. Accordingly, the subject matter of 
claim 16 and the superior results demonstrated in the instant written description cannot be 
obvious as a matter of law. Accordingly, in view of the amendments to the claims presented 
herewith, the Examiner is respectfully requested to withdraw the rejections. 

Terminal disclaimer 

The Applicant respectfully includes herewith a terminal disclaimer with respect to instant 
claims 14-22 and 24-25 disclaiming the terminal portion of any patent granted on Application 
Publication No. US 2003/0152828 (Sun '828). 

For all the foregoing reasons, the Applicants submit that Claims 14-25 are in condition 
for allowance. Early action toward this end is courteously solicited. Thp Examiner, is. kindly 
encouraged to teleph one the undersigned in o r de r to ex pedite nny detail nf the prnxpmtinn 
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Although no fee is believed to be due at this time, the Commissioner is authorized to 
charge any deficiency or credit any overpayment in connection herewith to Deposit Account No. 



Date: July 2 1,2004 

MATHEWS, COLLINS, SHEPHERD & McKAY, PA. 

100 Thanet Circle, Suite 306 

Princeton, New Jersey 08540-3662 

Telephone: (609) 924-8555 / Telecopier: (609) 924-3036 



13-2165. 




PatrickH. Higgins I 
Reg. No. 39,709 
Attorney for Applicant 



